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Disposition of Claims 

4) E3 Claim(s) U9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1^9 is/are rejected. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

3 Notice of References Cited (PTO-892) 

Notice of Draftsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 
Paper No(s)/Mail Date . 



D 
2)U 
3) 



4) O Interview Summary (PTO-413) 
Paper No(s)/Mail Date. . 



5) 



Notice of Informal Patent Application (PTO-1 52) 



6) |_| Other: 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 01052006 



Application/Control Number: 10/708,485 



Page 2 



Art Unit: 3711 



DETAILED ACTION 

This Office action is responsive to communication received 03/06/2004 - 
application papers filed. 

Claims 1-9 are pending. 

Following is an action on the MERITS: 

Claim Rejections - 35 USC § 102 and 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by Pan. 
Note optical aiming device or prism (1 1 ) that includes at least one front longitudinal 
aiming line (12) as well as a rear longitudinal aiming line. Figure 6 for example clearly 
shows that the prism includes a line (12) to either side of the top or apex portion of the 
prism, thereby depicting at least one aiming line to the front and to the rear. As to claim 
5, the prism is configured as an attachment for the top end of the grip. 

Claims 1 , 3, 5 and 6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Higley. With reference to Figures 4, 5 and 6 and depending on the orientation of the 
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club, the device in Higley shows what appears to be longitudinal aiming lines to the front 
and to the rear of, for example, a plane arranged perpendicular to the intended target 
and containing the shaft and passing through the central plane of practice element (10). 
Specific to claim 3, note lines (26-30), which may be considered to be multiple fine 
longitudinal lines. As to claim 5, the device (10) is attachable to the top of the grip end 
of a club via any suitable means such as bolts or glue. As to claim 6, any point such as 
dot (64) may be considered to be a bump, as best understood. 

Claims 1 , 2 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Madara. As best as understood, the Madara device includes a handle formed of 
opaque material with at least one slot running there through, the slot forming the aiming 
line. As to claim 9, note Figures 6 and 7 showing that a post is mounted to the 
apparatus, which in turn is configured for mounting within the top end of the shaft. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over any one 
of Pan, Higley or Madara. To have modified the device in any one of the cited prior art 
references to Pan, Higley or Madara so that the attached practice device detailed in 
each reference had been constructed as an integral part of the golf grip would have 
been obvious to one of ordinary skill in the art, since it has been well established that to 
complete an assembly using a collection of assembled parts or to form the assembly as 
an integral unit would have involved nothing more than an obvious selection in 
engineering design and construction. In other words, to have used a single or one- 
piece construction instead of the structure disclosed by each of Pan, Higley or Madara 



Application/Control Number: 10/708,485 Page 4 

Art Unit: 3711 

would have merely involved an obvious engineering choice. See In re Larson . 144 
USPQ 347 (CCPA 1965); In re Fridolph . 50 CCPA 745, 89 F.2d 509, 135 USPQ 319. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Higley in view of Lambert. To have provided an alternative connection means for the 
Higley device instead of the glue or bolt arrangement disclosed by Higley would have 

involved an obvious choice in engineering design. Note, Higley even suggests that any 

* 

suitable joining or connecting means for the element (10) may be used (col. 4, lines 1- 
9). In this instance, Lambert is cited to show the obviousness of using a slotted lower 
mounting (14) to facilitate insertion of the practice device (10) within the upper portion of 
the club grip. The significance of spacing of the centerline of each hole has not been 
established as it relates to the mounting feature. Thus, the multiple mounting holes are 
merely viewed as yet another convenient manner of attaching the aiming device, such 
manner being one of numerous obvious design changes for the skilled artisan. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

As to claim 1 , there is insufficient antecedent basis for the limitation "golf shaft" in 
the claim. Here, the relationship of how the grip and the shaft are connected is unclear. 
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Thus, it is not understood how the transparent or translucent material may extend 
beyond the shaft while still mounted to the grip. 

As to claim 2, this claim is incomplete for omitting essential structural cooperative 
relationships of elements, such omission amounting to a gap between the necessary 
structural connections. See MPEP § 2172.01. The omitted structural cooperative 
relationships are as follows: If the aiming lines are formed in either a transparent or 
translucent material within the context of claim 1 and the claim 1 device is mounted to 
extend past the end of the shaft, how can the opaque material of claim 2 likewise 
extend past the end of the golf shaft and further include longitudinal slots that serve as 
the aiming lines? 

As to claim 3, how will rotation of the aiming device create Moire patterns using 
longitudinal lines? 

As to claim 4, is the recitation of a "golf grip" supposed to distinguish from the 
"grip end" previously recited in claim 1? Note, the butt end of a shaft may form the grip 
end of the club, either with or without any supplemental gripping material being added 
thereto. 

As to claim 5, it is not clear how the claim is to distinguish the language "an 
existing golf grip, golf shaft or insert" from the claimed golf shaft already recited in claim 
1 , or the golf grip already recited in claim 4. Is not the claimed optical aiming device 
already claimed as part of a combination including a golf club shaft and grip? 

As to claim 6, there is no way of being able to interpret what "centered on front of 
aiming line or between multiple front aiming lines" means absent a more concise 
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recitation of the location of the aiming lines with respect to the aiming device and/or grip 
end. 

As to claim 7, where exactly is the bottom of the aiming device? The bottom of 
the aiming device needs to be more clearly defined. 

As to claim 8, the claim is not in a single sentence format. Moreover, the claimed 
increase in spacing between centerlines of each hole is not understood. 

As to claim 9, the relationship between the mounting post and the grip end has 
been omitted, such omission amounting to a gap between the necessary structural 
connections. Again, see MPEP § 2172.01 

Claim Objections 

Claims 1,3,4, 5, 6, 7, 8 and 9 are objected to because of the following 

* 

informalities: 

As to claim 1 , line 3, "A" should simply read -a-. 

As to claim 3, line 2, "A" should read -said- or -the- . In line 4, "on which is 
placed" may simply read -including-. 

As to claim 4, "as claimed in claim 1 , claim2 or claim 3" may simply read -as 
claimed in any one of claims 1 , 2 or 3-. 

As to claim 5, "as claimed in claim 1 , claim2 or claim 3" may simply read -as 
claimed in any one of claims 1 , 2 or 3-. 

As to claim 6, "as claimed in claim 1, claim 2 , claim3, claim 4 or claim5" may 
simply read -as claimed in any one of claims 1 , 2, 3, 4 or 5-. 
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As to claim 7, "as claimed in claiml , claim 2, claim3 or claimS" may simply read - 
-as claimed in any one of claims 1 , 2, 3 or 5--. 

As to claim 8, "as claimed in claiml , claim 2, claim3 or claim5" may simply read - 
-as claimed in any one of claims 1 , 2, 3 or 5-. 

As to claim 9, "as claimed in claiml , claim 2, claim3 or claimS" may simply read - 
-as claimed in any one of claims 1 , 2, 3 or 5-. 

Appropriate correction is required. 

Prior art of interest 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See Figures 2 and 7 in Ronnick. Note Figures 12, 14 and 16 in 
Shiratori. Observe Figure 3 in Garrett. See Figures 1 1 and 12 in Vela. Note Figure 2 in 
Sullivan. See Figure 4 in Gadd. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sebastiano Passaniti whose telephone number is 571- 
272-4413. The examiner can normally be reached on Monday through Friday (6:30AM 
- 3:00PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene L. Kim can be reached on 571-272-4463. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



- Sebastian© fcassanfti 
Primary Examiner 




Sebastiano Passaniti/sp 
January 6, 2006 



